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Docket No. 
REM0030 



Declaration and Power of Attorney For Patent Application 

English Language Declaration 

As a below named Inventor, I hereby declare that: 

My residence, post office address and citizenship are as stated below next to my name, 

I believe I am the original, first and sole inventor (if only one name is listed below) or an original, 
first and joint inventor (if plural names are listed below) of the subject matter which is claimed and for 
which a patent is sought on the invention entitled 

ANTICONVULSANT ENANTIOMERIC AMINO ACID DERIVATIVE 



the specification of which 

5^(check one) 

i'^ a is attached hereto. 

m S was filed on March 17, 1997 as United States Application No. or PCT International 

I P Application Number 08/818,688 

S and was amended on 

i;3SS ' — -— ~~ 

(if applicable) 

liereby state that I have reviewed and understand the contents of the above identified specification, 
ryincluding the claims, as amended by any amendment refen-ed to above. 

□ I acknowledge the duty to disclose to the United States Patent and Trademark Office all information 
^'Uknown to me to be material to patentability as defined in Title 37, Code of Federal Regulations, 
Section 1.56. 

I hereby claim foreign priority benefits under Title 35, United States Code, Section 119(a)-(d) or 
Section 365(b) of any foreign appllcatlon(s) for patent or inventor's certificate, or Section 365(a) of 
any PCT International application which designated at least one country other than the United States, 
listed below and have also identified below, by checking the box, any foreign application for patent or 
inventor's certificate or PCT International application having a filing date before that of the application 
on which priority is claimed. 

Prior Foreign Application(s) Priority Not Claimed 



□ 

(Number) (Country) (Day/Month/Year Filed) 

□ 

(Number) (Country) (Day/MonthA'ear Filed) 

. . □ 

(Number) (Country) (Day/Month/Year Filed) 
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I hereby claim the benefit under 35 U.S.C. Section 119(e) of any United States provisional 



application(s) listed below: 




60\013,522 


March 15, 1996 


(Application Serial No.) 


(Filing Date) 


(Application Serial No.) 


(Filing Date) 


(Application Serial No.) 


(Filing Date) 



I hereby claim the benefit under 35 U. S. C. Section 120 of any United States application(s), or 
Section 365(c) of any PCT International application designating the United States, listed below and, 
insofar as the subject matter of each of the claims of this application is not disclosed in the prior 
United States or PCT International application in the manner provided by the first paragraph of 35 
::,^,U.S.C. Section 112, I acknowledge the duty to disclose to the United States Patent and Trademark 
p Office all information known to me to be material to patentability as defined in Title 37, C. F. R., 
□ Section 1.56 which became available between the filing date of the prior application and the national 
iH or PCT International filing date of this application: 



(Application Serial No.) 


(Filing Date) 


(Status) 






(patented, pending, abandoned) 


(Application Serial No.) 


(Filing Date) 


(Status) 






(patented, pending, abandoned) 


(Application Serial No.) 


(Filing Date) 


(Status) 






(patented, pending, abandoned) 



I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such 
willful false statements may jeopardize the validity of the application or any patent issued thereon. 
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POWER OF ATTORNEY: As a named inventor, 1 hereby appoint the following attorney(s) and/or 
agent(s) to prosecute this application and transact all business in the Patent and Trademark Office 
connected therewith . (list name and registration number) 

Frank S. DiGiglio; Reg. No. 31,346 Paul J. Esatto, Jr.; Reg. No. 30,749 
Leopold Presser; Reg. No. 19,827 John S. Sensny; Reg. No. 28,757 
WiUiam C. Roch; Reg. No. 24,972 Mark J. Cohen; Reg. No. 32,211 
Kenneth L. King; Reg. No. 24,223 Richard L. Catania; Reg. No. 32,608 
Edward W. Grolz; Reg. No. 33,705 Steven Fischman Reg. No. 34,594 




Send Correspondence to: Leopold Presser 

Scully, Scott, Murphy & Presser 
400 Garden City Plaza 
Garden City, New York 11530 




Direct Telephone Calls to: (name and teleplione number) 
Leopold Presser (516) 742-4343 






Full name of sole or first Inventor 
Harold Kohn 




I. wO. 


Sole orffirst Inventor;^ signature * Date 






Residence / 
Chapel Hill, NC 27514 






Citizenship 
United States 






Post Office Address 
705 Wellington Drive 






Chapel Hffl,NC 27514 








Full name of second inventor, if any 






Second inventor's signature Date 






Residence 






Citizenship 






Post Office Address 
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PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant: Harold Kohn 

Serial No.: 08/818,688 

FUed: March 17, 1997 

Reissue of Patent No.: 5,773,475 

For: ANTICONVULSANT ENANTIOMERIC 
AMINO ACID DERIVATIVES 

Assistant Commissioner for Patents 
Washington, DC 20231 



Examiner: S. Kumar 
Art Unit: 1209 
Docket: REM 0030 
Issued: June 30, 1998 



DECLARATION IN SUPPORT OF REISSUE 
DECLARATION UNDER 37 C.F.R. S1.175 



Sir: 



I, Harold Kohn, declare and state as follows: 



1 . I am a citizen of the United States, with my post office address and 
citizenship being stated hereinbelow next to my name. I have moved since the filing of the 
underlying application that matured into U.S. Patent No. 5,773,475. 

2. I am the sole inventor of the subject matter which is described and claimed 
in U.S. Patent No. 5,773,475 ('475 patent) and described and claimed in the above-idaitified 
reissue application. 

3 . I do not believe that the subject matter described and claimed in the '475 
patent or the reissue application was ever known or used in the United States before my 
invention thereof. 
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4, I believe that I am the original and first inventor of the subject matter 
which is claimed in the *475 patent and in the above-identified reissue application^ for which a 
reissue patent is sought* 

5, I have reviewed and understand the contents of the specification and 
claims of the *475 patent and the specification and claims of the above-identified reissue 
application. 

6, The '475 patait is directed, in part, to a compound in the R configuration 
having the formula: 

M H 



u 

Ar-CHgNC-C-N-C-Qi 

i CH. 



1 



2 

Q 



wherein 



Ar is phenyl which is unsubstituted or substituted with at least one halo group; 
Q is lower alkoxy; and 
Qi is methyl. 

It is also directed, in part, to a method of treating central nervous system disorders 
in an animal comprising administering to said animal in need thereof an anti-convulsant effective 
amount of said compound. 

7. I believe that the '475 patent is partly inoperative by reason of the patentee 
claiming less than the patentee had the right to claim in the patent. 

8. All errors which are being corrected in the present reissue application up to the 
filing of this Declaration arose without any deceptive intention on my part. 
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9. The error being corrected is the perfection of the claim of priority for a 
provisional application in which the claim of priority was made during the pendency of the 
underlying application for the '475 patent. 

10. Attached hereto as Exhibit A is a true and accurate copy of the provisional 
application that was filed on March 15, 1996. It was given Serial Number U.S.S.N. 60/013,522. 

1 1 . It was directed, among other things, to a compound in the R configuration 
having the formula 

H H H 



If 

Ar-CH2NC-C-N-C-Qi 



1 

Q 



wherein 



Ar is phenyl which is unsubstituted or substituted with at least one halo group; 
Q is a lower alkoxy; and 
Qi is methyl. 

The application was also directed, among other things, to a method of treating 
central nervous system disorders in an animal which comprises administering to said animal in 
need thereof an anti-convulsant effective amount of the compound of Formula I. 

12. The subject matter in Paragraph 1 1 is described and claimed in the '475 

patent. 

13. An application based on the subject matter of the provisional application was 
filed in the United States Patent and Trademark Office on March 17, 1997, and it was assigned 
Serial No. U.S.S.N. 818,688. 
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14. Upon information and belief, March 1 5, 1 997 was a Saturday, and the first 
business day after the anniversary date of the filing of the provisional applcation was March 17, 
1997. 

15. The application as originally filed containing the following sentence: 
"This application claims priority firom U.S. Provisional Application No, 

60/013,522, filed March 15, 1996.'' A true and accurate copy of the first page of the U.S.S.N. 
818,688 is attached hereto as Exhibit B. 

16. As fijrther evidence that a statement containing the reference to the earlier 
filed application was provided in the application that was originally filed, enclosed is a copy of 

; 3 the origmal filing receipt attached hereto as Exhibit C wherein it is printed thereon that the 

:3 
sast" 

:y present application is claiming priority of provisional application No. 60/01 3,522. 

1 7. Upon information and belief, it is my understanding of the American 
Inventors Protection Act, which was recently passed, that if the anniversary date of the filing of 
the provisional application falls on a Saturday, Sunday or Federal Holiday within the District of 

0 Columbia, the period of pendency of the provisional application shall be extended to the next 
succeeding secular or business day. 

1 8. Upon information and belief, it is also my understanding that this 
provision is applicable to any application that was filed on or after June 8, 1995, with the 
exception of a patent which is the subject of litigation in an action commenced before November 
29, 1999. 

19. The filing of the underlying application for the *475 patent is subsequent to 

June 8, 1995. 
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20. Although U.S. Patent No. 5,773,475 has issued, the specific reference to 
the earlier filed application was submitted during the pendency of the above-identified 
application. 

21. Accordingly, I hereby claim priority under 35 U.S.C. §1 19(e) of U.S.S.N. 
60/013,522 filed on March 15, 1996. 

22. Attached hereto as Exhibit D is a Declaration for the above-identified 
application in which the claim of priority to the provisional application is included, 

23. I acknowledge the duty to disclose information which is material to the 
examination of this application in accordance with 37 C.F.R. §1.56. 

24. I hereby appomt the following attomeys and/or agents to prosecute this 
application and to transact all business in the Patent and Trademark Office connected therewith: 
Leopold Presser, Reg, No. 19,827; William C. Roch, Reg, No. 24,972; Kenneth L, King, Reg. 
No. 24,223; Frank S. DiGiglio, Reg. No. 31,346; Paul J. Esatto, Jr., Reg. No. 30,749; John S. 
Sensny, Reg. No, 28,757; Mark J. Cohen, Reg. No. 32,21 1; Richard L. Catania, Reg. No. 32,608, 
Edward Grolz, Reg. No, 33,705 and Steve Fischman, Reg. No. 34,594. 

Address all telephone calls to: Leopold Presser 

at telephone number (516) 742-4343 

Address all correspondence to: Leopold Presser, Esq. 

Scully, Scott, Murphy & Presser 
400 Garden City Plaza 
Garden City, NY 11530 

25. I hereby declare that all statements made herein of my own knowledge are 
true and that all statements made on information and belief are believed to be true; and further 
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that these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both, under section 1001 of Title 18 of the 
United States Code and that such willful false statements may jeopardize the validity of the 
application or any patent issued thereon. 



Dated: 



Haroj 



dKohn 



Citizenship: United States 
Residence: Chapel Hill, NC 
Post Office Address: 705 Wellington Drive 
Chapel ffill,NC 27514 
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PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Harold Kohn Examiner: S. Kumar 

Serial No.: 08/818,688 Art Unit: 1209 

Filed: March 17, 1997 Docket: REI-10030 

Reissue of Patent No.: 5,773,475 Issued: June 30, 1 998 

For: ANTICONVULSANT ENANTIOMERIC 
AMINO ACID DERIVATIVES 

Assistant Commissioner for Patents 
Washington, DC 20231 

ASSENT OF ASSIGNEE TO REISSUE 
APPLICATION AND OFFER TO SURRENDER PATENT 

Sir: 

Research Corporation Technologies, Inc. (hereinafter Assignee), the assignee of 
the entire interest in U.S. Patent No. 5,773,475 hereby assents to the filing of the above- 
identified reissue of said patent. 

Further assignee hereby offers to surrender said patent in the reissue thereof. As 
permitted by 37 C.F.R. §1.178, the original of said patent will be submitted in due course upon 
indication that he application to reissue said patent will be allowed. 

Pursuant to 37 C.F.R. §3.73(b), the Assignee's ownership is established by virtue 
of an Assignment by the inventor, Harold Kohn, to the Assignee, of his entire interest in the 
patent, which assignment was recorded in the U.S. Patent and Trademark Office on May 22, 
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1997 at Reel 8538, Frame 0093. Submitted herewith are a copy of said assignment and a copy of 
the Notice of Recordation of that Assignment, 

Respectfully submitted, 
Research Coloration Technologies, Inc. 
By: 




jary M. lV^)raising«r, 
Title: Presidait 

Date: /jrUUUtU* // / ^Q^' 
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MflY-19-1997 12--33 



sr SCOTT MURPHY 



516 V4«i /Ubb . l-.Wii 



10030 



• IBVEHTOIKS)- tneans -garg^ a Kohn . 



covering tix&^i^S'toiON. / 

filed along with thie ABSignmen^^^^ ^^^^ 

gB/fllB.68a - 



/ 




M ^ ^1 4-^ a-n "ACT 



o prr and the IWSTITOTION are parties to, an agee j^^. ^jj^Bc^rioN.. As 

3 i„ furtherance of hi- ot ^IJ^^liS'l^O^^^^^^^ 
^sS™'. obligati^e to RCT^ X^S^S? aJk APPI.ICATIC«I.idirectly 
her rights, title and intereec in «i ; : 

^ • « to RCr hie or her entire right, title and 
4. Each ISVENTOR hereby aoaigne to RCT hie or 
interest in: 



the INVBNTION; ,T«lleation« all divisional and 

SfpSSx^ciaa ^r=n the MMJCATloS .id ^Ud«iona 
S?l"ii«u«, »U:S=.B. rB«-als and ree«.i<»tlabe of rhe 
patento described in (o) . 

Lrasraph 4 in Its o«i S DSTaSLe) iuid theirlght to 

convention of 1883, *« Amended. 



(a) 
(b) 



(c) 
(d) 



MflY-19-1937 12:33 SC'".Y SCOTT MUFJPHY - ' 

10030 ' 

6. Each I21VBNTQR hereby authorixea And regiieflts the Cotmniesioner of 
Pacents and Tradem^rka df tha United dtat^e of! Ameriti^ to to RCT 
all U,S- patents d^scribod itt patAgt^ph 4 that may hi graiifeea, , 

7. Each INVENTOR agreed for hlmaelf or hrtrflfeif iand:hi^ or^ Hfer 'heirs, 
execrutorB and administrators td exe^cute further :li^£til doctlzttentd .that 
RCT might conaider noe^iaaary to fully :prot«*cfc llCt^rf>inh*r^at^ itt the 
INVENTIQH and the doeumenta described; in pskragraph i ^r.'^.Sr^:^}^ ^ 

8- Bach INV2NT0R covenants that he or she h4fi not grahfegdran^> right or 
licenae to make, Ude or sell the IlJVEtrriON to anyone^ Iit'b^/'idfed'! however, 
the Government of the United Btat6fl df America maj^ have fighfce in the 
INVENTION and APPLICATION by reason of apohdorahip Of re 6ear<Sih. leading 
to the making of the INVENTION. i 

9. Bach INVENTOR alao covenants that he or she h^a not ehcuitibei^ed his or 
her right, title and int*rcst in the INVENTION or A^lPtlCATjO^^; ^d has 
not, and will not, eign any docximent that conflicts with this^-^i^ignment, , 
other than the exoeptioil listed in paragraph fl and haM not> aiidjwiU not. 
sign any docuroenc that ccnfliets With, this assignment ^ ./ei^c<5pt for 
documents necessary to memorial iae or i^rot^ct the rightist bi^.^ the U.S. 
Government (if any) in the INVBatTION tod APPLlCATlOlf. >f 



INVENTOR'S Signature Date / /. V'^-^ ^' 

Harold Kbhn '-^ \' ~" 



Typed Name of INVENTOR 



Address 

4102 Aberdeen Way 
Houston, TX 77025 



STATE OP ) 

) iSS. 

cooNTr OP /i/^jf/s ) 



on this day of n\A-</ . ' ^ _ :i9 ^7 

personally appeared the ^ibove -named, personally know to me and 1 known by 
me to be the one whd executed the foregoing ixi^truiitent, and aubscribed 
^ presence, and acknowledged the same td btf a free act and 
deed, before me. 



hy Commission ejKpirees 





:fi«ptei««fii, ie» 



